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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 21 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The inclusion of a term within parentheses renders the claim indefinite because it 
is unclear whether the indicated term is part of the claimed invention. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 12 - 19 and 23 -30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 4,582,138 (Balzer hereinafter). 

Regarding claims 12, 17, 18, 23, 24, 27 and 29, Balzer teaches emulsifiers and 
tensides, carboxymethylated oxethylates for oil recovery of the formula: 
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R - (OC 3 H 6 ) m (OC 2 H 4 ) n OCH 2 - COOM 



wherein R is a linear or branched aliphatic residue of 6-20 carbon atoms or an 
alkylaromatic residue of 3-18 carbon atoms in the alkyl group, or a dialkylaromatic 
residue of 1-18 carbon atoms per alkyl chain, the total number of carbon atoms in both 
alkyl chains being 5-30, or a trialkylaromatic residue of 1-18 carbon atoms per alkyl 
chain wherein the total number of carbon atoms in the three alkyl chains is 6-40, m is 0- 
20, n is 1-20, M is an alkali or alkaline earth metal ion or ammonium column 4, lines 33 
-45). 

Regarding claims 13-15, Balzer teaches the emulsion comprising an oil phase, 
an aqueous phase, and a carboxymethylated oxethylate as the emulsifier (column 4, 
lines 8 - 9). The additives are water soluble co-surfactants such as mono- and 
polyhydric alcohols (column 4, lines 60 - 62). 

Regarding claim 16, Balzer teaches the crude oil or the oil phase consists of 
parafinic hydrocarbons (column 14, lines 43-45). 

Regarding claims 19, 25, 26 and 28, Balzer teaches that the emulsifier 
concentration is 0.2 - 15% by weight based on the aqueous phase (column 8, lines 46 - 
48). 

Regarding claim 30, Balzer teaches the volume ratio of organic phase to 
aqueous phase in the emulsion is 3:1 to 1 :10 (column 4, lines 55 - 56). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



7. Claims 20 - 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 4,582,138 (Balzer hereinafter) in view of US Patent 5,869,434 
(Mueller hereinafter). 

Balzer teaches emulsifiers and tensides, carboxymethylated oxethylates for oil 
recovery of the formula: 



R - (OC 3 H 6 ) m (OC 2 H 4 ) n OCH 2 - COOM 



as detailed above. 
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Regarding claim 20, Balzer does not disclose expressly the composition 
additionally comprises free fatty acids. 

Mueller teaches oil based invert drilling fluids uses ester oils of triglycerides of 
natural fatty acids (column 2, lines 50 - 52). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to utilize the fatty acids of Mueller in the composition of Balzer. The 
rational to do so would have been the motivation provided by the teaching of Mueller 
that to do so would make the oil phase comprising of fatty acids non-polluting and 
ecologically safe hydrocarbon fraction (column 2, lines 46 - 49). 

Regarding claim 21 , Balzer does not disclose expressly the composition is 
flowable and pumpable at 5° to 20° C comprising a continuous oil phase in admixture 
with a quantity of a disperse aqueous phase which optionally contains at least one 
dissolved and/or dispersed auxiliary selected from the group consisting of thickeners, 
fluid loss additives, wetting agents, fine-particle weighting agents, salts, alkali reserves 
and biocides. 

Mueller teaches a borehole servicing preparations, more particularly drilling 
fluids, that is flowable and pumpable at temperatures of 5 0 to 20° C based either on a 
continuous oil phase, optionally in admixture with a limited quantity of a disperse 
aqueous phase (w/o invert type), or an o/w emulsion with a disperse oil phase in the 
continuous aqueous phase, these preparations optionally containing typical dissolved 
and/or dispersed auxiliaries, such as viscosifiers, emulsifiers, fluid loss additives, 
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wetting agents, fine-particle weighting agents, salts, alkali reserves and/or biocides. 
(column 4, line 66 - column 5, line 9). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to include the ether carboxylic acid of Balzer in the drilling fluid of Mueller. 
The rational to do so would have been the motivation provided by the teaching of 
Mueller that to do so would predictably improve the performance properties and 
ecological compatibility, particularly in the form of anaerobic degradability (column 4, 
lines 12-16). 

Since Balzer and Mueller combine to teach the same composition as claimed, 
one of ordinary skill in the art at the time the invention was made would have expected 
that the well servicing fluid containing ether carboxylic acid of the Balzer/Mueller 
composition would be the same as claimed. 

Regarding claim 22, Balzer does not disclose the composition's oil phase 
comprise at least one member selected from the group consisting of carboxylic acid 
esters, linear or branched olefins containing 8 to 30 carbon atoms, water-insoluble, 
ethers of monohydric alcohols, water-insoluble alcohols, carbonic acid diesters, 
paraffins and acetals. 

Mueller teaches the mineral oil fractions are replaced by oleophilic carboxylic 
acid esters, at least water-insoluble alcohols, corresponding ethers and selected 
carbonic acid esters (column 2, line 62 - column 3, line 3). 
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At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to replace oil phase fraction in the drilling fluid of Mueller. The rational to 
do so would have been the motivation provided by the teaching of Mueller that to do so 
would make the oil phase ecologically safe and readily degradable (column 2, lines 62 - 
65). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ATNAF ADMASU whose telephone number is (571)270- 
5465. The examiner can normally be reached on M-F 8:00-5:30, Flexible Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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